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Clarificatfon of the Effective Date ProvMon in the Rides of Practice before the Board of 
Patent Appeab and Interferences (Final Rule) 

The efiective date provision in the Rules of Practice before the Board of Patent Appeals 
and Ixtterfixences (Final Rute) (hereinafter BPAJfiE^ 13, 2004 is the 

efifectiv© date. See Rules of Practice Befi>ie the Board of Patent Appeals and Intgrferencpg (Ftnal 
Rule), 69 Fed K^- 49959 (August 12, 2004). The U.S. Patent and Trademark Office (OflSce) 
has received inquiries as to how the effective date provision cities to certain situations. Hiis 
notice provides clarification as to how the Office s tiiq[)lenienting the eflfective date provision. 

Generally, any paper filed by ^licants or mailed by the Oflfeem 13, 
2004 must con^ty with the rales as set forth in the BFAI final rule. V^>peal brie^ filed prior to 
September 13» 2004 must eitber comply with former § M92 or new §41.37. A certificate of 
m^Ung or transmissiDn in corq)liance with § 1.8 wilt be ^pBcable to determine if a paper was 
filed prior to the effective date of Sqitember 13, 2004 in order to determine winch rule ^plies. 
Examples of certain situations are set fimh in the questions and answers below. Additional 
questions and answers concendng the BPAI final rule are available on the USPTO web site at 
www.uspto.gov. 

QuestiottS relftted to Time Periods for tiling of Papers Related fay ^^^^ yi n fl l Practice and 
^fjfl'tfff App!^b: 

Question 1. If a notice of appeal Is filed before September 13, 2004, the efifective date of the 
BPAI final role, when is the appeal brief due? 

If the notice of appeal is filed before September 13, 2004, the time period for filing an appeal 
briefwiO be the tiine period set fbrth in fi>rmer§ M92(a) which provides that the an>dlaiit 
must file an ^eal brie£ (1) within two months fiom the date of filing of the notice of ^ypeal; 
or (2) within the time allowed for rq)ly to the action fiom which the ^»peal was taken, if such 
time is later. 

The time period set forth in former §1.1 92(a) also ^plies if the notice of ^peal is filed with a 
certificate of mailing or transmission m compKancc with § L8 and the date on the certifeate 
of mailing or transmission is before the effective date of September 13, 2004, but the notice of 
appeal is received by the Office on or after Septeinber 13, 2004. The two month time period 
will begin on the date of receipt of the notice of appeal. 

Qaestion 2, If appellant reinstates the appeal after the proseeution b reopened by filing a 
second notice of appeal on or after the effective date, when ts tfte second appeal brief due? 

i^peilant must file tlw second appeal brief (in con^iKance with the format and contwit 
requvemcms of § 41 .37(c)) within two mondis from the date of filing the second notice of 
appeal, even if the first notice of appeal and the first brief were filed before the effective date. 
The two rnonth time period is extendable undCT the provisions of § M3$forpatent 
applications and § 1.550(c) for ex parte reexamination proceedings. See § 41 .37(e). 
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Questifin 3« If a notice of appeal Is filed on or after the efifectiyc dote of September 13, 
2^4, would extensions of time under § 1.136(a) be required when a Request for Continued 
Examination (RCE) under § 1.114 or an amendment is filed after two months from the date 
of filing the notice of appeal, but within tliree months fkom the mailing of the action &om 
which the appeal was taken? 

Yes, extensions of tiroe under § 1. 136(a) are required £br filing an RCE or ffTiendmatf after 
two months fiom the filing of the notice of app^ even if the RCE or amendnffint b filed 
within the three months fiom the mailitig of the action fit)m which tte q^peal was taken. 



Questions related to Appeal Brief Contents or ReQutrements iar Papers Ffled after Anneal: 

Question 4. If die notice of appeal is filed before the effective date of September 13, 2004 
and the brief is filed by appeDant on or after the effective date^ would the appeal brief be 
required to comply with the content and format requh-ements of § 4U7(c)7 

Yes, any appeal brief filed on or after Septemb^ 13, 2004 mast be m con^Banoe with the 
requiren^its set finth in § 41,37(c) and be accooopanied by the i^ropnato fbe under § 
4h20(b)(2). If the brief docs not comply with § 41.37(c), an amended brief will be required 
under § 41.37(d). 

Exceptioa : If the appeal brief is filed with a certificate of mailing or transmi^^ 
and the date on the certificate of mailix^ or transmission is before Septend)er 13, 2004, the 
appeal Imef may con^ with cither former § L 1 92 or new § 41 ,37, even if the 8?jpeal brief is 
received by the Office on or after September 13, 2004. 

Question 5* Would the Office accept an appeal brief filed before the effective date of 
September 13, 2004 that Is in comiAance with g 4137(c)? 

Yes, a brief filed before Sqjtembcr 13, 2004 that is compliant with the new § 41 .37(c) win be 
acceptable. 

Question 6. If an appeal brief filed before the effective date of September 13, 2004 foils to 
compty with the content and format requirements of § 1.191 and the Office malls appeltont 
a Notice that correctiott is requbred^ would an amended appeal brief filed on or after the 
effective date be required to be in compliance with § 4137(c)? 

No, an amended ^peal brie^ based on an appeal brief or^gimiUy filed prior to September 1 3, 
2004, would be acceptaWe if it complies with cidier former § 1.192 or § 41.37(cX regardless 
of when the OflSoe mailed a Notice requiring correction of the nonconq^liant ^pral brief 
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Question 7« after a final rejection or an appeal, appiicant or appellant filed an 
amendment, affidavit or other evidence on or after the eSectlve date^ wlU the revised or 
new rules In die BPAI final rule apply? 

Any aflSdavit or other evidence filed after a final rejection, or an appeal, on or after the 
e&ctivc date, will be subject to the revised or new rules (L e » the revised § 1 . 1 1 6 or new § 
41.33). 

Onestions related to ExaminCT's Answers and Supplemental E3camhier*s Angwers; 

Question 8. If the appeal brief la filed before tiie eftctive date of September 13, 2004, but 
flie examiner's answer Is maUed on or after the effective date, can the examiner's answer 
include a new ground of rejection? 

Yes, an examiner's answer mailed on or after September 13, 2004 may iochide a new ground 
of rejection (with Technology Center Director or designee ^proval) in GOizqjHancse with § 
41 .39. Any examiner's answer mailed before September 13. 2004, however, may not include 
a new ground of rejection. See fbnner § M93. 

Question 9. Can the examiner provide a sapplemental examfnei^s answer under § 41.43 on 
or after the effective date of September 13, 2004 tn r^oose to any new issue raised (n a 
repfy brief that was filed befbre the ejSbctive date? 

Yes» the examiner may provide a supplemental examiner's answer (with Technology Center 
Director or designee ^iproval) if it is mailed on or after September 1 3, 2004 in response to 
any new issue raised in a r^ly hiie^ even if the reply brief was filed befoie September 13, 
2004. Appellant may file another rq>ly brief in con^^Uance widi § 4L41 to reply to the 
supplemental examiner's answo: within two months from the date of mail^ 
siq>plemental examiner's anisw^. Extensions of time under § K136(a) are not applicable to 
the two*montfa time period 

Question 10. If die Board remanded an appUcati^ before the effective date of September 
13, 2004 for flirtfaer constderafion of a rejection, and the examiner provides a snppiemCTtal 
examiner's answer on or after the eftecUve date (in response to the remand by the Boai^ 
can appellant request that prosecution be reopened under § 41^0(a)(2)(0? 

No, ^eBant may not request that prosecution be reopened under § 41.50(aX2XO in response 
to the si^lemental examiner's answer since the Board remanded the application befbre the 
effective date* >^>pellant inay request that prosecution be reop^jed hi tes^^ 
supplementalexannner'sanswerwritteninre^nse to the remand by the Boards (1) 
the remand is on or after the eflGbctivc date, and (2) the remand is 
rejection. The Board should hidicate in the remand if§41.S0(aX2)(i) applies. Tbus^ 
appellam may not request that prosecution be reopened under § 41 ,50(aX2Xi) if the remand is 
for another reason. 
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FOR FURTHER INFORMATION CONTACT: Kery Fries, Senior Legal Advisor ia the OflSoe of 
Ptttent Legal A diniais tt ati oa, by telephone at (703) 308*6906 or (571) 272^-7704 on or after 
Sep t en i bet 29» 2004, or hy e-mail addressed to itoy.Fties@(JSPTO.gov« 

/s/ Robert 1 Spar, for 
StepbenG. Kunm 
Deputy Commiasioner 
^ Patent Bxammation Policy 
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